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Assignee: 
Title: 
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Examiner: 
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tm tttp Unttep States Pate ^ And Trademark Office 

Seong Min Seo, Young Suk Chung, Jon Sik Paek, Jae Hub Ku, Jae Hak 
Yee 

Amkor Technology, Inc. 
Semiconductor Package Including Stacked Chips 

Filing Date; March 23, 2001 
Group Art Unit: 2811 



09/816,599 
Not Yet Assigned 
AB-1111US 



FAX RECEIVED 

OCT 2 6 2001 
PETITIONS OFFICE 



San Jose, California 
August 29, 2001 



COMMISSIONER FOR PATENTS 
Washington, D.C, 20231 

PETITION FOR FILING BY OTHER THAN ALL INVENTORS 
UNDER 37 C.F.R. 1.47(A) 



Dear Sir: 

Applicants Seong Min Seo, Young Suk Chung, and Jong Sik Paek hereby petition the 
Commissioner to accept the filing of the above identified U.S. patent application by other than 
all of the inventors. Their co-inventors, Jae Hun Ku and Jae Hak Yee, refuse to participate in 
the application. 

The last known residence addresses for Messrs. Ku and Yee are: 



Jae Hun Ku 

101-201 YongmaDongah Apt 
Myeonmqk-dong, Jungrang-gu 
Seoul, Republic of Korea 



Jae Hak Yee 
23 St. Thomas Walk 
#07-03 S.K Mansion 
Singapore 238108 



The facts concerning the status of Messrs. Ku and Yee and the efforts made to obtain 
their participation in the application are set forth in the accompanying declaration of the 
undersigned, James E. Parsons. Briefly, Mr. Yee left the employment of Anam 
Semiconductor Inc., which was later acquired by Amkor Technology, Inc., ("Amkor") and to 
Amkor' s knowledge joined a competitor company, ST Assembly Test Service, Ltd. 
("STATS") of Singapore. Mr. Ku subsequently resigned from Amkor and also is believed to 
have joined STATS- Amkor has contacted STATS' attorneys concerning this application and 
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have requested the participation of Messrs. Ku and Yee in the present application, but have 
not obtained any cooperation from them. 

The names and address of STATS ■ attorneys, with whom Amkor has been mstructed 

to deal concerning employees of STATS, are: 

Davinder Singh, Esq. and Jupiter Kong, Esq. 
Drew & Napier 
#17-00 Ocean Towers 
Singapore 048620 

In a larger context, the present application is just one of several where Messrs. Ku and 
Yee and other former employee/inventors of Anam or Amkor have refused to particle » 
Amor's patent applications since joinin B STATS. Amkor and STATS compete in the same 
semiconductor industry sector, namely, semiconductor packaging, assembly, and testing. 
Moreover Amkor and ST ATS have legal disputes in both the U.S. and Singapore. This 
situation makes it unlikely that Messrs. Ku or Yee will participate in these patent applications 
absent a change in the relations of Amkor and STATS. 

In view of the diligent, albeit unsuccessful, efforts to obtain Messrs. Ku and Yee's 
participation in the present application, co-inventors Seong Min Seo, Young Suk Chung, and 
Jong Sik Paek respectfully request the grant of this petition. 

The petition fee required by 37 C.F.R. l.l7(i) may be charged to Deposit Account 19- 

2386. A duplicate copy of this petition is being submitted herewith. 



EXPRESS MAIL LABEL NO. 
701 021 200 US 



Respectfully submitted, 
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tht. United states Paten t and Trademark Office 

Seong Min Seo, Young Suk Chung, Jon Sik Paek, Jae Hun Ku, Jae Hak 
Yee 

Amkor Technology, Inc. 

Semiconductor Package Including Stacked Chips 

Filing Date: March 23, 2001 
Group Art Unit: 2811 
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COMMISSIONER FOR PATENTS 
Washington, D.C, 20231 



FAX RECEIVED 
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PETITIONS OFFICE 



San Jose, California 



DECLARATION OF JAMES E. PARSONS IN SUPPORT OF PETITION 
FOR FILING BY OTHER THAN ALL INVENTORS (37 C.F.R. 1.47(A)) 

I, James E. Parsons, declare as follows. 

1. I am aregistered U.S. patent attorney (no. 34,691) and an attorney of record on 
this application. My office is at Skjerven Morrill MacPherson LLP, 25 Metro Drive, Suite 
700, San Jose, California, 95110 (phone (408) 453-9200). 

2. Joint inventors Jae Hun Ku and Jae Hak Yee are and have been unwilling to 
participate in the present application. I have made efforts to obtain their participation, as I 

[ will' discuss further below, but these efforts have not been successful. 

3. I was informed that Messrs. Ku and Yee were formerly employed by Anam 
Semiconductor Inc. ("Anam")- Assets of Anam, including the present invention, were 
acquired by assignee Amkor Technology, Inc. ("Amkor") on May 1, 2000. Mr. Yee resigned 
from Anam on December 28, 1 999 and Mr. Ku resigned from Amkor Technology Korea, Inc. 

on October 25, 2000. 

4. I am informed and believe that Messrs. Ku and Yee joined a competitor to 
Amkor, namely, ST Assembly Test Services, Inc. of Singapore ("STATS"). Amkor and 
STATS compete in the same semiconductor industry sector, namely, semiconductor 
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packaging, assembly, and testing. In addition to being business competitors, Amkor and 
STATS have legal disputes between them in both the U.S. and Singapore. 

5 According to communications from STATS' attorneys, Amkor and its 
attorneys are not to directly communicate with former employee/inventors of Anam or Amkor 
who are now in the employ of STATS. Rather, all communications with the former 
employee/inventors are to go through STATS' attorneys, i.e.. the Drew & Napier law firm of 
Singapore. The relevant attorneys are: 

Davinder Singh, Esq. and Jupiter Kong, Esq. 
Drew & Napier 
20 Raffles Place 
#17-00 Ocean Towers 
Singapore 048620 

6. As mentioned above, I have made efforts, all unsuccessful, at obtaining the 
participation of Messrs. Ku and Yee in the present application. In particular, 1 engaged Axel 
Chan of the law firm of John, Tan & Chan of Singapore to contact Messrs. Ku and Yee 
through the Drew & Napier firm. At my instruction. Mr. Chan sent a letter to Drew & Napier 
on April 16, 2001 requesting that Messrs. Ku and Yee review the application and sign the 
inventor declaration for this application. A copy of Mr. Chan's letter is attached hereto as 
Exhibit A. A reminder letter was sent by Mr. Chan on May 1 8, 2001 . Drew & Napier wrote 
back on May 22, 2001 and informed that they would revert back with their clients decision on 
whether to participate. A copy of the letter from Drew & Napier is attached as Exhibit B. To 
date, no response has been received. The failure of Messrs. Ku or Yee or STATS attorneys to 
contact Mr. Chan or Amkor subsequent to May 18. 2001 constitutes an admission that Mr. Ku 
and Mr. Yee are employed by STATS, and also constitutes a refusal on their parts to 
participate in the present application. 

7, I'also am prosecuting three other U.S. patent applications for Amkor, each of 
which also has an outstanding Notice to File Missing Parts. In each case, the applications 
were filed without inventor declarations from one or more former employee/inventors of 
Anam or Amkor who now work for STATS. Mr. Ku is an inventor on three of the four 
applications, and Mr. Yee is an inventor on two of the four applications. In each of those 
three cases, Mr. Chan has contacted STATS' counsel to obtain participation of the missing 
; inventors. In no case has Messrs. Ku or Yee or any of the other former employee/inventors 
come forward to participate. Accordingly, it appears Hut STATS, Messrs. Ku and Yee, and 
the other former employee/inventors of Anam or Amkor have made a decision not to 
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cooperate in the present application or the three other applications mentioned above, and 1 
expect such non-cooperation will continue absent a change in the relations of Amkor and 
STATS. 

g. I further declare that all statements made herein of my own personal 
knowledge are true and that all statements made on information and belief are believed to be 
True; and further that these statements were made with knowledge that willful false statements 
and'the like so made are punishable by fine or imprisonment, or both, under Section 1001 of 
Title 18 of the United States Code, and that such willful false statements may jeopardize fee 
validity of the above referenced application or any patent issuing therefrom. 




& * 




es E. Parsons 



LAW OFFICES DP 
SiCTSRV^N MORRILL 

MieraisuoN U> 

iS HfiTRO DRIVE 
JLUTETWI 
SA* JMS. CA VSllo 



795615 vl 



-3- 



SerialNo. 09/816,599 



Oct-2B-Z001 D4-.17PHJ F r om-SK JERVEN , MDRR ILL, MACPHERSON 



40B89410D7 T-325 P-Oll/OH Mf« 



-ZB-20Q1 04:17pm F r om-SKJERVEN , MORR ILL, MACPHERSON 

John 



40BB941007 



Ten Jtng Poi" 
Daniel Jofln " 

Axel C hart' 

Demtla Nathan 

Urn Fung Peen ifjf. i4* * 

„ B . DS7JKC/sm/198092 
o" AC/aa(U)/01O60395 
Dai«: 16 April 2001 

M/s Drew & Napier 
20 Raffles Place 
#17-00 Ocean Towers 
Singapore 048620 
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9 Battery Road #16-08 

Straits Trading Building 

Singapore 049910 

Tel: 5366266 (7 lines) 

Fax: '(65) 5381882 

Email; jontan@cyberway.com.59 



FAX RECEIVED 
OCT 2 6 2001 
PETITIONS OFFICE 



By fax (533 0694) & by mail 



Attn : Dmvinder Singh, Esq/J.-piier Kong, Esq 
Dear Sirs, 

Re . US r^nt Appll««l.a "Semiconductor P .ck.ge Inctuding 

£"iS« 'Cf »" Sec V..-. SUU Chung, a... S* >«U. J,. Hun 

Ku, JaeHakYee 
SeriM No.: 09/816,599 
Filing Date: March 23,2001 

Ku, Jac Hak Vee 
Serial No-: 09/816,852 
Filing Date: March 23, 2001 

t a to the assistance of Messrs. Jae Hun Ku and Jae Hak 

Assignments. 

nr if <1TATS will not allow them to cooperate, please let us 
If they will not cooperate, or if STAi b 

know immediately. 

Yours faithfully, 

for Johm\Tan <* Chan 

Axel Chan 



cc clients 



Gct-26-ZD01 04:17pm F r om-SK JERVEN , MORRILL t MACPHERSON 



R^J 



408B941D07 T-325 P. 013/017 



Oct-26-ZD01 04:18pm F r ora-SKJERVEN p MQRR I LL ■ MACPHERSON 



40BB941Q07 



Tan Jlng Poi * « * -ff M 
Daniel John "* it^n-***** 
Axel Chan' _ 

Urn Fung Pean f 
Oamlta Neman « * a # * 
Robe ceo Loong * * 4* »f 



Your BBf. D s/JKC/sm/l98092 
Our Ret AC/aa ( U )/O1060395 
Pate ' IS May 2001 



John, Tan & Chan 

(fbrmeriy John & Tan) 
Advocates & Solictors 
Notaries Public* 
Commissioners for Oaths * 
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Siralte Trading Building, 

Singapore 049910 

Tel: S368266 {7 lines) 

Fax: (65) U381832 

Email; jontsn@cyberway,corn.sg 



M/s Drew & Kapler 
20 Raffles Place 
#17-00 Ocean ToweTS 
Singapore 048620 
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By fax (S33 0694) & by pest 
Attn : DaVinder Singh, Esq/Jupiter Kong, Esq 
Dear Sirs, 

* *— >t i < 7nni in relation to which we have not heard' 

We refer to our letter dated 16 Apnl ZDOU in rejauuu 

from you. 

Please let us know urgently if Messrs. Jae Hun Ku and Jw.Bdc Y« will assist o«x 
S in thcirUS Patent Application, by reviewing and stgmng them. 

Yours faithfully, 

for fohn t Tan & Chan 
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DR£W& NAPIER llc 



22 May 2001 

BY FAX & POST 

Faxtio.53B 1882 
"Na of pages. 1 

John, Tan <fcCJtan 
9 Battery Road 
#16-08 ■ 

Strata Trading Building 
Sjn£apO« 049910 

FOR ; Mr Ale* Chan 
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Doax sirs 



Wc refer to your letter of 18 May 2001. 



We have fotwsrdcd your letter to (W clients and™ 
fharo. 



XI keep you informed once w= receive a r^oose from 



Yours faithfully 
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OCT 2 6 200\ 
PETITIONS OFFICE 



Date Mailed: 06/19/2001 



NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION 

FILED UNDER 37 CFR 1 .53(b) 
Filing Date Granted 

An aoDlication number and filing date have been accorded to this application. The item(s) indicated below, 
^S^ mZ^J^^ ^ given TWO MONTHS from the date of this Notice within which to flta all 
Quired items and pay any fees required below to avoid abandonment. ^^^T ° tM 
by filing a petition accompanied by the extension fee under the provisions of 37 CFR 1 .1 36(a). 

• The signature of the following inventor(s) is missing from the oath or declaration: 
Jae Hun Ku and Jae Hak Yee 

• To avoid abandonment, a late filing fee or oath or declaration" surcharge asset forth in 37 CFR 1.16(e) 
of $130 for a non-small entity, must be submitted with the missing items identified in this letter. 

• The balance due by applicant is $ 1 30. 



A copy of this notice MUST be returned with the reply. 



Customer Service Center 

Initial Patent Examination Division (703) 308-1202 

PART 2 - COPY TO BE RETURNED WITH RESPONSE 




3 308 6916 



********************* 
*** RX REPORT *** 
********************* 

RECEPTION OK 



TX/RX NO 



8414 



CONNECTION TEL 



4088941007 



CONNECTION ID 



START TIME 



10/26(FR)18: 14 



USAGE TIME 



04'31" 



PGS. 



17 



RESULT 



OK 



